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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnstone (US 6262105 B1). 

Johnstone discloses Latanoprost drop in ophthalmic solution is commercially 
available as Xalatan by Pharmacia & Upjohn. See col. 20, lines 47 - 58. See instant 
claims 1-3. The reciation "topical use for darkening the color of eyelashes and 
increasing their length and thickenss" is a preamble which recites the intended future 
use of the composition, and thus no patentable weight is given to this phrase. See 
MPEP § 21 1 1 .02. Thus, the fact that the composition is sold as glaucoma and ocular 
hypertension treatment does not negate the fact that the solution is known. 

For claim 4, the term "mascara" is not given patentable weight as it is viewed as 
a preamble which recites the intended use and purpose of the composition rather than 
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the constituents of the composition. See MPEP § 21 1 1 .02. The term by itself does not 
define what makes the composition as a mascara. For example, Poucher's Perfumes, 
Cosmetics and Soaps teaches that "colored pigments mixed with fats and waxes", or 
"transparent film-forming resin in a suitable base without any pigments" can be used as 
a mascara. See page 199. Thus examiner views that the term "mascara" denotes the 
intended use of a composition rather than the structure of the composition. 

See above. Thus the liquid composition Xalatan also anticipates claim 4. 

The reference further teaches a method of stimulating the growth of eyelashes by 
administering Xalatan to subject. See Johnstone, Example 1 . The reference teaches 
that in the course of administration the drug is routinely spread to contact the adjacent 
skin of the lid area. See col. 20, lines 62-67; instant claim 5. 

Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Cagle et al. (US 2203/0199590 A1). 

Cagle et al. disclose a composition comprising Latanoprost for darkening the 
color, increasing the length, density and/or thickeness of eyelashes. See [0069]-[0070]; 
Tables 3 and 4. See instant claim 1 . The reference also teaches in paragraph [0056] to 
make the conventional application of mascara to brush in the composition comprising 
prostaglandin analogues to the eyelashes. See instant claim 1 . The reference goes on 
to teach to make the composition in solutions, lotions, and topical creams. See [0071]; 
instant claims 2-4. The topical application to skin, which include eyelid, is taught in 
paragraph [0070]. See instant claim 5. 
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Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
applicants' own admission. 

Applicants admit in specification that it had been known to the applicants at the 
time of the present invention that US Patent 6262105 B1 (Johnstone, published July 17, 
2002, cited above) teaches that a topical application of Latanoprost drop, Xalatan, to 
eyeleads to increased length, density, and pigmentation of lashes. See spec. 4 -5. 

Claims 1 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Dalko et al. (US 2003/0223945 A1) as further evidenced by Poucher's Perfumes, 
Cosmetics and Soaps (2000, 10 th ed). 

Dalko et al. teach making a mascara composition for inducing and/or stimulating 
the growth of eyelashes comprising an effective amount of a pyridinedicarboxylic acid 
derivative and at least one additional active principle such as Latanoprost. See [0108], 
[01 1 5], [01 1 6]. See instant claim 1 . The method of applying a mascara composition to 
eyelash and the eyelids vicinity of eyelash is an inherent use of the composition. See 
Poucher's Perfumes, Cosmetics and Soaps, p. 50, § 2.12.4, which teaches that it is well 
known to apply mascara on eyelids and lashes. See instant claim 5. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 
The examiner can normally be reached on Monday through Friday, from 8:30 AM until 
6:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Gina Yu s> 
Patent Examiner (Y / A 




